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Partial protection from unregistered Com-
munity design „Ferrari/Mansory Design [Front kit]“ 

News from the Unified Patent Court - „Pre-opt-outs“ 
possible as of deposit of the German instrument of 

ratification 



Partial protection from unregistered Community de-
sign “Ferrari/Mansory Design [Front kit]”
In its decision C-123/20  “Ferrari/Mansory Design [Front kit]”, which relates to 
design law, the European Court of Justice (ECJ), which is actually known for its 
skeptical decisions on property rights, has caused a positive surprise. 

The ECJ had ruled that, in the case of an unregistered Community design created 
by publication in a press release, it 
is perfectly possible to derive de-
sign rights from only part of this 
design. 

This meant that Ferrari could take 
action against a tuning kit by which 
an older Ferrari could be converted 
to the design of the newer Ferrari. 
However, the prerequisite for this 
partial protection is that this se-
parate part is clearly recognizable 
within the published overall pro-
duct and is “clearly delimited by li-
nes, contours, colors, the shape or 
a particular surface structure.”  

This decision of the ECJ opens up 
significantly better legal protection 
possibilities against imitators in a 
3-year period after a product publi-
cation.

It should be noted that the ECJ 
only referred to the unregistered 
Community design and not to the 
registered Community design. In 
the case of a registered Communi-
ty design, such partial protection is 
precisely not possible (BGH GRUR 
2012, 1139 “Weinkaraffe”). 

However, it should be considered whether the publication of the registered Com-
munity design without partial protection could simultaneously lead to an identi-
cal unregistered Community design with partial protection, so that at least for a 
period of 3 years after the official publication, partial protection against imitators 
could also be established for the registered Community design “through the back 
door”. However, this will probably have to be clarified in further proceedings.

Preparation courses for the C- and D-part of the European Qualify-
ing Examination

If the pandemic situation allows, our office will offer two free 
two-day preparatory courses for the C and D parts of the Euro-
pean Qualifying Examination (EQE) in 2022. The courses will be 
held on Thursday/Friday, November 24/25, and Saturday/Sunday, 
December 10/11, 2022. Both courses are identical in content, so 
attendance at one course is sufficient.

The course content is mainly focused on appropriate exam tech-
niques as well as strategies to avoid mistakes in order to suc-
cessfully approach the C and D part of the EQE exam with these 
skills. We have made the experience that well-prepared exam 
materials significantly increase the chances of success. Therefo-
re, we want to provide the participants with the necessary metho-
dological knowledge in this course. In this respect, the course is 
to be understood as a supplement to the participants‘ own prepa-
ration of the legal fundamentals of the EPC. Instead, participants 
will learn how to convert their technical knowledge of the EPC 
into as many points as possible for passing the C and D parts of 
the EQE examination. The courses take place in Düsseldorf at our 
premises in Kaistrasse 16A and are free of charge, language is 
German. Speakers of the course are Dr. Torsten Exner, Dipl.-Ing. 
Andreas Gröschel and Prof. Dr. Aloys Hüttermann.

https://curia.europa.eu/juris/liste.jsf?language=en&td=ALL&num=C-123/20


News from the Unified Patent Court - “Pre-opt-outs” 
possible as of deposit of the German instrument of 
ratification
As previously reported,1 the first meeting of the Administrative 
Committee of the Unified Patent Court took place on February 22, 
2022, where, among other things, the rules on the European Patent 
Litigation Certificate (EPLC) were adopted and the composition of 
the Advisory Committee that will conduct the application proce-
dures for the judges to be appointed was determined.

Official publications of both are now available on the court’s web-
site and some of the details are quite revealing.

For example, at the EPLC, 2 the revised version of the 2016 draft3  
was essentially adopted, but with the caveat that courses credited 
as “grandfathered” UK courses only apply if taken by the time the 
UK leaves the EU, January 31, 2020. 

The adoption of the EPLC has already been seen as a hint4 that, in principle, 
European patent attorneys who are not resident in the EU (most relevant are 
probably mainly British and Swiss attorneys) will be allowed to represent before 
the Unified Patent Court. On closer inspection, however, this does not seem so 
completely certain.

On the one hand, it was reportedly under discussion to cancel the British cours-
es altogether. Only the reference to the fact that non-UK representatives, in the 
belief of the 2016 draft, had also completed these courses, ultimately led to rec-
ognition, but then limited to courses until the EU exit.

Secondly, in the end, the Administrative Committee is not competent at all to 
decide whether European patent representatives from non-EU countries are au-
thorized to represent or not. In the end, this decision will be made by the Unified 
Patent Court, although it is quite possible that the latter will refer the matter to 
the ECJ, e.g. on the basis of the Brussels I Directive.

For German representatives, however, the adoption is good news, as it means 
that both the “Hagen-I” and the Fischbachau courses will be recognized. 5  

Prof. Willem Hoyng of the law firm Hoyng ROKH Monegier has been appointed 
as Chairman of the Advisory Committee that will conduct the application proce-

1 Cf. our Newsletter 3/2022
2 Cf. here https://www.unified-patent-court.org/sites/default/files/ac_06_22022022_rev_d.pdf
3 Cf. here  https://www.unified-patent-court.org/sites/default/files/draft-eplc-2015-07-01-

rev-2016-12-01.pdf
4 S. here: https://www.juve-patent.com/news-and-stories/people-and-business/uk-and-swiss-

patent-attorneys-can-represent-clients-at-upc/
5 Cf. our Newsletter 3/2022

Wasilis Koukounis LL.M. will be 
moderator and Prof. Dr. Aloys Hütter-
mann speaker at the first VDI/VPP 
conference on the unitary patent 
system, which will take place at the 
Industrieclub Düsseldorf on June 
7/8, 2022. More information and the 
possibility to register can be found 
here. This event was initially plan-
ned for February 2022 but had to be 
postponed due to the pandemic.

https://www.mhpatent.net/app/download/11699976321/Newsletter_03_EN.pdf?t=1645782865
https://www.mhpatent.net/app/download/11699976321/Newsletter_03_EN.pdf?t=1645782865
https://www.vpp-patent.de/seminar/gemeinschaftsveranstaltung-des-vdi-und-vpp-zum-einheitspatentsystem


dures6 for the judges to be appointed.  On the one hand, this is a surprise, since 
he is still (at least officially) practicing law,7 on the other hand, Prof. Hoyng was 
a member of the commission that drafted the rules of procedure for the Unified 
Patent Court, so his expertise is beyond doubt.

Germany has appointed two former judges of the Federal Court of Justice, Prof. 
Dr. Joachim Bornkamm as well as Prof. Dr. Peter Meier-Beck. One can only con-
gratulate them on this selection and thank them both in advance for their com-
mitment.

The Advisory Committee has also already held its first meeting, on February 24, 
2022, and soon the first selection interviews will begin.

An interesting publication8  concerns the tender for the medical and social ser-
vice of the court.  This on the one hand, as that in this tender the court has pub-
lished the salaries of the judges and employees. At least for German judges an 
appointment (full-time) would represent a significant jump in income, especially 
since there are also tax advantages.

Even more interesting, however, are the details regarding the judgeships. For 
example, the court plans to have only five full-time judges in the first year, all of 
whom are expected to be legally qualified. A certain number of full-time judges 
is necessary, at least in the first instance, since only they are entitled to elect the 
president - the first president must also come from France.9  

In total, however, the court wants to recruit 35 legally qualified and 50 technical 
judges, but 40 of them only with a workload of 5% (= 2 hours per week), i.e. these 
would then probably be experts called in as needed rather than real judges. For 
the second to fifth year, it is projected that the number of full-time judges will 
increase by five per year, so that in the end there would be 25 judges, 165 judges 
in total. The entry age of the judges is supposed to be 45 to 50, but hopefully this 
is not a real exclusion criterion, otherwise luminaries such as Klaus Grabinski, 
Ulrike Voß or Tim Crummenerl would not be eligible. However, the Advisory and 
Management Committees will have the final say here anyway.

Also the distribution to the locations is revealing, here no personnel is planned 
for London, but - although not a member state, because of a constitutional prob-
lem also not in the future10 - in Hungary at the training center for judges.

As a result, the Unified Patent Court should be relatively lean, at least at the be-
ginning, which will certainly not be an obstacle to acceptance.

The most important news, however, is that the court has for the first time offi-
cially announced the date from which “opt-outs” will be possible, namely from 

6 Cf. our Newsletters 2/2022 and 3/2022
7 Cf the related argumentation of the constitutional complaints on the ratification law in 

Germany, cf. our Newsletter 9/2021 as well as Tilmann, GRUR 2021, 1138
8 S. here: https://www.unified-patent-court.org/sites/default/files/upc_

medicalsocialsecurityplan_callfortender.pdf
9 Art 14.1. and 14.2 of the Statute of the Unified Patent Court
10 Cf.. Lantos, Mitt. 2020, 264 and Gombos/Orban, JIPLP 2022, 24

https://www.mhpatent.net/app/download/11890754021/Newsletter_02_2022_EN.pdf?t=1645782779
https://www.mhpatent.net/app/download/11699976321/Newsletter_03_EN.pdf?t=1645782865
https://www.mhpatent.net/app/download/11726144121/Newsletter_9.2_2021_EN.pdf?t=1645782775


the deposit of Germany’s ratification.11 Although this had been widely expected, 
there was no official confirmation yet. This “sunrise period” will last three or four 
months, depending on the date of deposit, as the court will start its work on 
the first day of the fourth month after deposit. Patent owners are therefore well 
advised to already look through their portfolios and make decisions regarding a 
“pre-opt-out”.

11 S. here: https://www.unified-patent-court.org/news/provisional-application-phase-
and-upcs-expected-timeline
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The content of this newsletter 
only reflects general information 
and does not constitute legal 
advice as per the German Legal 
Advice Act.

Despite thoroughly checking the 
content, Michalski · Hüttermann 
& Partner Patent Attorneys mbB 
does not assume any responsi-
bility for the validity, accuracy, 
integrity or quality of the infor-
mation above.

In our own affairs

We wish your relatives, emp-
loyees, colleagues and, of course, 
yourself all the best for the 
current, still difficult time and only 
the best for 2022.


